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Detailed Action 

Background 

1. This Office Action is responsive to the following communications: 
Applicants' amendment filed on 11/27/2006. 

2. Claims 1, 5-8, and 11-12 are pending in this case. The Applicants have 
amended claims 1 and where claims: l and 5 are in independent form. 

3. . Applicants have amended the Abstract in response to the objection cited 
by the Examiner in the previous Office Action (dated 8/23/2006) with regard to an 
embedded hyperlink. The objection is withdrawn in view of the amendment. 

4. Applicants' arguments concerning the Examiner's rejections of claims 1, 5, 
and 11-12, made under 35 U.S.C. § 102(b) in the previous Office Action (dated 
8/23/2006) have been fully considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon further consideration, new grounds of rejection are 
made in view of different interpretation of the previously applied reference, and newly 
found prior art references as described with particularity hereunder. 

5. Applicants' arguments concerning the Examiner's rejections of claims 6-8, 
made under 35 U.S.C. § 103(a) in the previous Office Action (dated 8/23/2006) have been 
fully considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, new grounds of rejection are made in view of 
different interpretation of the previously appUed reference, and newly found prior art 
references as described with particularity hereunder. 
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Claim Rejections - 35 USC S 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action- 

(a) A patent may not be obtained though the invention is not 
' identically disclosed or described as set forth in section 102 of 
this title, if the differences between the subject matter sought 
to be patented and the prior art are such that the subject matter 
as a whole would have been obvious at the time the invention was 
made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

7. Claims 1, and 5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Will et al (US Pat. No. 5,825,353) in view of Frulla et al (US Pat. No. 6,424,357 
Bl). 

As to claim 1, all the claim's limitations are taught or suggested by the prior art. 
Will et al taught a computer-readable medium (memory 12, col. 5 lines 64*66) for a 
hand-held device (personal digital assistant, col. 5, lines 56-57), the device capable of 
being held with one hand (miniature handheld personal digital assistant, col. 2, lines 
41-43; size and shape of credit card, col.2, line 46) and having a button that is capable of 
being actuated by the hand holding the device (thumbwheel 15, col. 6, hnes 2-4). Note 
the figure comparison below: 
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Button that is capable of 
being actuated by the hand 
holding the device. 




Fig, 5a of Will et al. Fig. 2 of the Instant Application 

As shown above, Will et al teaches the identical "button capable of being 
actuated by the hand holding the device." Will et al, further teach the computer- 
readable medium having computer-executable instructions for performing steps 
comprising (program, col. 5, line 64): receiving an indication that a user has depressed 
the button ("pressure beyond a certain threshold, results in a switch being closed." col. 
3, lines 17-21); determining that the button has been depressed long enough to 
constitute a context menu gesture ("... a clock function such that the PDA will not 
remain in certain modes more than a set amount of time, such as 120 or 240 seconds, 
returning to the main menu mode after that period of time has elapsed ," col. 5, hnes 17- 
21); and displaying a context menu on the device in response to the context menu 
gesture ("by first pressing the selector button, which results in a... menu 
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including... control functions..." col.7, lines 62-65; See also e.g. Figs. 7a-f, 8a-j, 9,10, 12a- 
d, and 13) and command that operates on the entire window ("End Disp Mode", col. 8, 
lines 45-46) 

Will et al did not disclose that displaying a context menu comprises: 

determining that a window border on the display is highlighted before displaying the 

context menu; and a command that operates on the highlighted window while 

continuing to display and highlight at least a portion of the window. However, the 

differences in claim 1 over Will et al were suggested by FruUa et al- 

"[A] system displays operating programs within frames, called windows. The 
active window is identified with a highlighted border. For example, the 
display area 33 has an active window 37 identified by a highlighted frame. 
The highlighted frame of the active window 37 shows the user 15 that 
keyboard 18 and mouse inputs 20 will be accepted by the program operating 
within the active window 37," (col. 5, lines 30-45) 

It would have been obvious to one of ordinary skill in the art to have selected "an 
active window 37 identified by a highlighted frame " For the purpose of determining that a 
window border on the display is highlighted before displaying the context menu because for 
at least one command to operate on the highlighting window as to arrive at the claimed 
invention defined in claim because the prior art as a whole to suggested the desirability, 
and thus the obviousness, of making the combination of "an active window 37 identified by 
a highlighted frame" for a context menu. More specifically, the aforementioned references 
appear to have impliedly suggested the claimed subject matter to one of ordinary skill in 
the art because, being directed to the same field of endeavor, FruUa et al recongnised that 
the advantage or expected beneficial result of "highlighted [the] frame of the active window 
37 shows the user 15 that keyboard 18 and mouse inputs 20 will be accepted by the 
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program operating within the active window 37." (col. 5, hnes 30-45). One of ordinary skill 
in the art, when confronted with the same problems as the inventor and with no knowledge 
of the claimed invention, would have had reasonable expectation of success because FruUa 
et al further a specified a particular embodiment demonstrating it use in Windows TM.; 
that "...the display 14 when activated, may be displaying a graphical user interface such as 
the Windows.TM. operating system. The Windows.TM. operating system displays operating 
programs within frames, called windows. The active window is identified with a highlighted 
border." 

As to independent claim 5, that is broader in scope that claim 1, Will et al teach a 
method of producing a context menu on a display of a hand-held device (personal digital 
assistant, col. 5, lines 56-57), the method comprising: determining whether a user has 
manipulated a button on the hand-held device to satisfy a context menu gesture 
requirement ("pressure beyond a certain threshold, results in a switch being closed." col. 3, 
lines 17-21; See also 'Returning to the main menu mode after that period of time has 
elapsed," col. 5, lines 17*21); and displaying a context menu if the context menu gesture 
requirement has been satisfied ("...menu including... control functions..." col.7, lines 62-65; 
See also e.g. Figs. 7a-f, 8a-j, 9,10, 12a-d, and 13). 

Will et al did not disclose that displaying a context menu comprises: determining 
that a window border on the display is highlighted before displaying the context menu; and 
a command that operates on the highlighted window while continuing to display and 
highlight at least a portion of the window. However, the differences in claim 1 over WW et 
al were implicitly suggested by FruUa et al for the same reasons specified in the rejection 
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of claim 1. Therefore, this claim, being broader than claim 1, is rejected for being obvious 
for the same reasons thereunder. 

ick* 

8. Claims 6-8, and 11-12 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Will et al in view of Nelson et al (US Pat. No. 6,911,969 Bl) and FruUa 
etal (US Pat. No. 6,424,357 Bl). 

As to dependent claims 6 and 7, Will et ah teach the limitations previously discussed 
with respect to claim 5 above, wherein the context menu gesture requirement comprises 
pressing the button ("thumbwheel and selector buttons," col. 5, lines 11-12). 

Will et ah did not expressly disclose the method of producing a context menu on a 
display of a hand-held device by: pressing a button for more than a required period of time, 
or not producing the context menu if the button is pressed and released before a required 
period of time. Also, Will et ah did not disclose that displaying a context menu comprises: 
determining that a window border on the display is highlighted before displaying the 
context menu; and a command that operates on the highlighted window while continuing to 
display and highlight at least a portion of the window. 

However, the differences in claims 6 and 7 over Will et ah. were suggested by 
FruUa et al, and Nelson et al as discussed above, Frulla et al taught "The highlighted 
frame of the active window 37 shows the user 15 that keyboard 18 and mouse inputs 20 will 
be accepted by the program operating within the active window 37." (col. 5, lines 30-45). 
Nelson et al taught, producing a context menu on a display of a hand-held device ("FIG. 1 
shows a user 11 grasping in the user's hand 13 a hand-held input/output display unit 12 
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according to the present invention." col. 3, lines 46-48) by pressing a button for more than a 
required period of time ("...upon pressing and holding the middle Enter button 106, pop-up 
menu 172 is displayed with a context-sensitive menu item 175 therein, i.e., 'Close Map' 
menu item." col. 14, lines 39-42) and not producing the context menu if the button is 
pressed and released before a required period of time ("...the display screen 140 does not 
include the pop-up menu 141 until the Enter button 106 is pressed and held." col. 13, lines 
48-50). 

It would have been obvious to one of ordinary skill in the art to have selected "an 
active window 37 identified by a highlighted frame" For the purpose of determining that a 
window border on the display is highlighted before displaying the context menu because for 
at least one command to operate on the highlighting window as to arrive at the claimed 
invention defined in claim because the prior art as a whole to suggested the desirability, 
and thus the obviousness, of making the combination of "an active window 37 identified by 
a highlighted frame" for a context menu. More specifically, the aforementioned references 
appear to have impliedly suggested the claimed subject matter to one of ordinary skill in 
the art because, being directed to the same field of endeavor, FruUa et al recongnised that 
the advantage or expected beneficial result of "highlighted [the] frame of the active window 
37 shows the user 15 that keyboard 18 and mouse inputs 20 will be accented by the 
program operating within the active window 37." (col. 5, lines 30-45). One of ordinary skill 
in the art, when confronted with the same problems as the inventor and with no knowledge 
of the claimed invention, would have had reasonable expectation of success because FruUa 
et al further a specified a particular embodiment demonstrating it use in Windows TM.J 
that "...the display 14 when activated, may be displaying a graphical user interface such as 
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the Windows.TM. operating system. The Windows.TM. operating system displays operating 
programs within frames, called windows. The active window is identified with a highlighted 
border." 

It would have further have been obvious to one of ordinary skill in the art, at the 
time the invention was made, to have used the durational button pressing requirements of 
Nelson et al with the device of Will et al because, in the same field of endeavor, Nelson et 
al expressly teach that it was well known, at the time the invention was made to have used 
durational button pressing on a hand held device to bring up a context menu. At col. 12, 
lines 55-60 Nelson et al explain: 

One skilled in the art will recognized that the multiple functions of the Enter button 
can be provided in a number of manners. For example, one function may be provided by 
clicking the button whereas another function may be provided by pressing and holding the 
button as described above. Further, the multiple functions can be provided by clicking and 
double clicking. As used herein, pressing and holding is encompassing of other manners of 
providing a function other than simple single clicking, e.g., pressing and holding 
encompasses double clicking or any other actuation technique other than the single click. 

As to dependent claim 8, Will et al. teach the limitations previously discussed with 
respect to claim 6 above, further comprising determining that a user has made a selection 
gesture (rotating the thumbwheel up or down designate, col. 4, Lines 61-62) instead of the 
context menu gesture (pressing the selector button to bring up a context menu, col. 5, Lines 
7-8). Will et al does not expressly disclose the method of producing a context menu on a 
display of a hand-held device by: pressing a button for more than a required period of time. 
Nelson et al, is cited for teaching: producing a context menu on a display of a hand-held 
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device ("FIG. 1 shows a user 11 grasping in the user's hand 13 a hand-held input/output 
display unit 12 according to the present invention." col. 3, lines 46-48) by pressing a button 
for more than a required period of time ("...upon pressing and holding the middle Enter 
button 106, pop"up menu 172 is displayed with a context-sensitive menu item 175 therein, 
i.e., 'Close Map' menu item." col. 14, lines 39-42). Thus, the combination of Will et aL, 
FruUa et al. and Nelson et ah meet the claimed limitations for the same reasons set forth in 
the discussion of claim 6 above. 

As to dependent claims 11 and 12, Will et ah further taught the button to be rotated 
for selection ("FIG. 3 shows a side view of the personal digital assistant packaging with a 
thumbwheel that simultaneously serves as a a selector button... FIGS. 4a and 4b show 
details of the user interface in which the thumbwheel also serves as a selector button. FIG. 
4a is a front view of the PDA, showing a blowup beneath the outer packaging and the 
display in the area near the thumbwheel.," col. 6, lines 30-65), therefore these claims are 
rejected for the same reasons detailed in the treatment of claim 1, above. 

*** 

Response to Arguments 

9. Applicants' arguments concerning the Examiiier^s rejections of claims 1, 5, 
and 11-12, made under 35 U.S.C. § 102(b) in the previous Office Action (dated 
8/23/2006) have been fully considered and persuasive but are moot in view of the new 
ground(s) of rejection. 
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10. Applicants' arguments concerning the Examiner's rejections of claims 6-8, 
made under 35 U.S.C. § 103(a) in the previous Office Action (dated 8/23/2006) have been 
fully considered and persuasive but are moot in view of the new ground(s) of rejection. 

*** 

Conclusion 

11. The prior art made of record and not relied upon is considered pertinent to 

applicant's disclosure. 

[l] Sudo (US 5856827 A) for teaching a portable communication 
apparatus provides a display on which the user is able to easily 
find out the object item at the time of displaying a list of the plural 
items. 

[2] Volkel (US 6104399 A) for teaching a menu, including submenus, 
each submenu including further submenus. 

[3] Wni et al (US 6392640 Bl) for teaching an improved method and 
apparatus for entering words with a menu and thumbwheel. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Samir Termanini at telephone number is (571) 270- 
1047. The Examiner can normally be reached from 9 A.M. to 6 P.M., Monday through 
Friday. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Stephen S. Hong can be reached on (571) 272*4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published apphcations may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. y 





Samir Termanini 
Patent Examiner 
Art Unit 2178 



